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No. 4942.

IN THE

United States
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FOR THE NINTH CIRCUIT.

John Morrell & Company, a corpora-

tion,

Plaintiff-A ppellant,

vs.

Hauser Packing Company, a corpora-

tion.

Defendant-A ppellee.

APPELLEE'S BRIEF.

Plaintiff's action herein is based strictly upon an alleged

technical trademark infringement; no element of unfair

competition, except that incidental to every technical trade-

mark infringement, enters into the case; nor is unfair

competition, as it is usually understood, alleged, claimed

or proved.
^

Plaintiff's brief rests largely upon the assumption by

its counsel that an issue of confusion is raised by the

pleadings of both parties and that such confusion is ad-

mitted by both parties. That assumption constitutes a

false premise used practically throughout plaintiff's brief,

and because of this vice the conclusions of plaintiff's coun-

sel must of necessity fail.
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At the outset it is incumbent upon defendant to direct

the court's attention to statements in the opening brief

which are not borne out by the pleadings or the proofs.

The court will find in the opening brief the following

statements

:

1. "Both plaintiff and defendant assert themselves to

be the owners * ^ * of the trademark Tride' * * */^

(Bottom of page 3.)

2. ''* * * defendant asserts prior adoption and use

of this same trademark Tride'; * * * that it causes

confusion in the trade * "^ *." (Page 4, paragraph 3.)

3. "Both parties claim that the concurrent use of the

trademark 'Pride' by the other causes such legal confusion

as is necessary to sustain the right to an injunction * * *."

(Page 4, paragraph 4.)

4. "That by reason of the persistent use of said trade-

mark 'Pride' by defendant, plaintiff believes and alleges

that the confusion and use of 'Pride' by defendant was

with the deliberate intention * "^ *." (Pages 6 and 7.)

5. "Defendant does not put in issue any assertions of

the bill of complaint that the contemporaneous use by

plaintiff and defendant causes confusion in the trade. On
the contrary defendant pleads and admits that the con-

temporaneous use of the trademark is confusing in the

trade * * *." (Page 9, paragraph 1.)

In reply it is submitted that defendant has not asserted

in its pleadings prior adoption or use of the trademark

"Pride," nor is it alleged that the use of the trademark

"Pride" by plaintiff has caused confusion in the trade.

Examination of the pleadings will establish this fact.
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The Actual Issues.

An analysis of the pleadings discloses the following:

1. Plaintiff alleges adoption of trademark "Pride'' in

1880 and continuous use thereof in interstate commerce

and particularly in California. [Record, page 4; complaint

paragraph 5.] This is denied by defendant by putting

plaintiff upon proof. [Record, page 9, answer, para-

graph IV.]

2. Plaintiff alleges application for the registration of

trademark "Pride" in November, 1922 {42 years after its

alleged adoption), and registration thereof in April, 1924.

[Record, page 4; complaint, paragraph 6.] This is admit-

ted by defendant [Record, page 10; answer, paragraph V.]

3. Plaintiff alleges infringement by defendant of plain-

tiff's registered trademark "Pride" since 1920. [Record,

page 5; complaint, paragraphs 8 and 9.] This is spe-

cifically denied by defendant. [Record, pages 10 and 11;

answer, paragraphs VII and VIII.]

4. Defendant sets up a defense in which there is

claimed (a) adoption and use by defendant of the ivords

"Hauser's Pride" as a trademark since 1907 without

knowledge on its part that plaintiff had ever used the

word "Pride" alone or in combination, as a trademark;

(b) non-use by plaintiff of the word "Pride" alone or in

combination as a trademark in the territory in which de-

fendant was operating, viz., California and other Pacific

Coast states; (c) non-use by plaintiff at any time of the

word "Pride" alone as a trademark; (d) use of said word

"Pride" in the territory in which defendant operated, only

in combination with other words, making plaintiff's trade-

mark "Iowa's Pride," "Dakota's Pride," or "Morrell's
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Pride/' etc. [Record, pages 12-17; answer, paragraph

XIII]
; (e) non-existence of any confusion whereby pubHc

has been deceived or is Hkely to be deceived into purchas-

ing defendant's goods instead of plaintiff's, by reason of

defendant's use of its trademark "Hauser's Pride."

[Record, page 17; answer, paragraph XIIL]

5. Defendant sets up a counterclaim against plaintiff

in which there is claimed (a) adoption in 1907 of trade-

mark ''Hauser's Pride" and continuous use thereof in in-

terstate commerce and particularly in California; (b) in-

fringement by plaintiff of said trademark; (c) commence-

ment by plaintiff of business in California in 1920 and

sale of goods marked '^Morrell's Pride," and continuance

thereof, thereby infringing defendant's trademark "Hau-

ser's Pride"; (d) plaintiff's knowledge of use by defendant

of "Hauser's Pride" at time plaintiff began to do busi-

ness in California and sold goods marked "Morrell's

Pride"; (e) threat of plaintiff to use word 'Tride" alone

as a mark, without combining same with any other word

or name in the sale of plaintiff's goods. [Record, pages

21-24.]

6. Plaintiff in its replication (a) demands proof of

use by defendant of mark "Hauser's Pride" prior to 1920;

(b) denies infringement of defendant's trademark; (c)

alleges engagement in business in California since 1898

and sale of its goods in California bearing trademark

'Tride" prior to 1907; (d) claims exclusive right to use

"Pride" as a trademark. [Record, pages 26 and 27,

paragraphs 7, 9, 10 and 13.]

From the foregoing it will be noticed that defendant

has not and does not claim any trademark other than the

words in combination **Hauser's Pride," and also that
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plaintiflf stands firmly upon its claim of trademark con-

sisting of the word "Pride" alone.

Plaintiff's first contention, based upon the false premises

above mentioned, is that in the case at bar, in order to

shorten the trial, counsel relied upon admissions and aver-

ments of the pleadings, as a result of which the question

of confusion was not in dispute between the parties; that

there being an admission on the part of each of the parties

that confusion existed, the case comes clearly within the

decision of Larson Company v. Wrigley Company, 253

Federal 914.

It is respectfully submitted that the case at bar does

not come within the purview of the cited case for two rea-

sons, first, the pleadings herein do not disclose any aver-

ment or admission of confusion, but on the contrary con-

fusion is expressly denied in the answer, while in the cited

case the record clearly showed an express averment on the

part of Wrigley Company that confusion had arisen and

was bound to continue, and Larson Company paralleled

said averment; second, in the case at bar from a reading

of Judge Bourquin's decision it is apparent that he con-

cluded that no confusion existed; but assuming, for the

purposes of argument, that plaintiff's contention as to

averments or admissions of confusion was correct. Judge

Bourquin, according to the cited case, was not bound to

accept the averments or admissions in the pleadings of

either party, as true. The quoted portion of the decision

of Circuit Judge Baker in that case, found on page 10

of the opening brief, is certainly applicable, but sustains

defendant's position instead of plaintiff's:

"Undoubtedly a litigant has no cause for complaint

if the court accepts his solemn and sworn admissions



in pleadings and testimony as true, but we must reject

the contention that his adversary has the right to

compel the court to do so."

In other words, assuming that defendant had admitted

confusion, defendant would have no cause for complaint

if the court had accepted such admission as true. The

court, however, did not find in accordance therewith. On

the other hand plaintiff could not have compelled the court

to accept as true any averment or admission on the part

of defendant as to confusion. His Honor Judge Bour-

quin, in his memorandum decision, clearly holds that the

evidence failed to show that the trade suffered confusion

or was deceived in respect to distinction between plaintiff's

products and those of defendant.

On page 11 of the opening brief opposing counsel as-

sume the fact of plaintiff's adoption of the trademark

'Tride'' in 1880. It is true, as contended by plaintiff,

that 'Tride" has been adjudged a proper subject of appro-

priation as a technical trademark in the case of Hier v.

Abraham, 82 N. Y. 519.

There is some oral evidence, as will be hereafter shown,

that plaintiff adopted the trademark 'Tride" in 1880, but

there is also documentary evidence which completely re-

futes the testimony of plaintiff's witnesses.

Counsel's citation of the last named case affords the

opportunity for the specious argument made by plaintiff

that

—

'Tt is fair to presume that the plaintiff adopted Tride'

as its trademark for hams and bacons upon this au-

thority." (Opening brief, page 12.)
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It is submitted that it is equally fair to presume the

contrary, in view of the fact that plaintiff's application

for registration of the trademark 'Tride" claims con-

tinuous use of said trademark since August, 1880, and

said case of Hier v. Abraham was not decided until the

November term of the court in the same year.

Opposing counsel criticise the court's decision, first,

because the court refused to assume, as do counsel, that

plaintiff owned the trademark 'Tride" used alone, after

having used said word only in combination with other

words for many years (opening brief, page 14) ; and,

second, because the decision is predicated upon the lack of

evidence that the word "Pride" alone had obtained a sec-

ondary meaning, or that the trade had suffered confu-

sion, etc.

It is believed that sufficient has already been stated

herein to conclusively answer the second point of criticism.

As to the first point, it is submitted that if the court

believed from all of the evidence that plaintiff had not

adopted the word '' Pride" alone, as a trademark prior to

defendant's adoption of the words ''Hauser's Pride," the

decision is well founded. The trial judge rightly applied

the principles of Armour & Conipany v. Louisville Pro-

vision Company, 283 Fed. 42, in rendering his decision,

and there is no doubt that the court did not overlook the

vital distinction between that case and the case at bar,

which counsel discloses on page 20 of the opening brief.

In that case. Armour and Company for many years had

used the words "Armour's Star"; defendant was using

the words "Southern Star"; one of the main points in the

case was whether or not the Armour trademark was

"Star" or "Armour's Star"; one of the factors causing
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the court to find that Armour's trademark was "Armour's

Star" and not "Star'' alone was proof of the fact that

"Star" alone had been used prior to the time that Armour

had adopted "Armour's Star" as a trademark in con-

nection with the class of goods sold by Armour under

the brand "Armour's Star." That feature of the case was

important only in the determination of Armour's actual

trademark. In that case the court said

—

"Plaintiff (Armour and Company) asserts no

trademark in the words 'Armour's Star' ; it bases

its right to relief squarely upon the proposition that

its actual trademark was 'Star.'
"

The same situation exists in the case at bar. Plaintiff

stands squarely upon the proposition that its actual trade-

mark is "Pride." In the Armour case, the evidence of

the previous use of the word "Star" was simply one link

in the chain of circumstances (in the absence of regis-

tration) which led the court to find that Armour's trade-

mark was "Armour's Star" and not "Star" alone, and

which further led the court to find, in view of Armour's

trademark being "Armour's Star," that the use by defend-

ant of the trademark "Southern Star" was not an in-

fringement.

Plaintiff contends that it was the first to use the word

"Pride," and for that reason the Armour case is not ap-

plicable. Plaintiff further contends that the proofs show

the adoption and use of the trademark "Pride" by it and

its infringing use by defendant, and that the decision of

the court to the contrary was erroneous. This naturally

leads to the consideration of the proofs which were before

the court, upon which plaintiff could demand a finding that

it had adopted the word "Pride" as a trademark. The
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District Court having before it all of the evidence, weighed

the same and reached its conclusion. If any evidence was

before it upon which it reasonably could base its conclu-

sions, its finding should not be disturbed.

The court's decision and decree rested upon the follow-

ing proofs

:

The Proofs.

T. Henry Foster, for plaintiff, on direct examination,

constantly refers to "Pride" brand, but discloses the actual

brand on labels, skins, etc., to be ''MorrelFs Pride" or

"Iowa's Pride" [Record pages 44-47, 49 and 51] ; that he

visited Los Angeles in 1920 and observed "Pride" hams

and bacons, offered for sale by Hauser Packing Company;

that this was the first knowledge he or his company had

that defendant was placing hams or bacon on the market

under the name "Pride" brand or "Hauser's Pride"

brand; that in June, 1920, plaintiff wrote a letter to de-

fendant calling the latter's attention to the fact that

plaintiff held certificate of registration to "Pride" trade-

mark and asking defendant to discontinue; that in July,

1920 defendant wrote plaintiff that defendant declined

to discontinue the use of the word "Pride;" (N. B. appli-

cation for registration of trademark "Pride" made in

1922) ; that in 1922 plaintiff' again wrote to defendant,

asking if defendant still continued the use of the "Pride"

brand. [Record pages 53 and 54]. On cross examina-

tion the witness testified that he signed the application

for registration of the trademark "Pride;" that at the time

(1922) plaintiff was using the word "Pride" alone, but

that the word "Morrell's" or "Dakota's" always appeared

on the same labelling, above or preceding the word "Pride"

[Record page 60] ; that plaintiff has been selling its



—12—

"MorrelFs Pride'' or ''Iowa's Pride" in California, since

1897 and commenced selling in Los Angeles in 1905 or

1906, and that it had a representative in Los Angeles prior

to 1910; that it has never come to his attention at any

time that any purchasers of ''Hauser's Pride" meats,

when wanting to buy Morrell's, bought ''Hauser's Pride"

meats. [Record page 61]. (This shows that the presi-

dent of plaintiff had never been informed of any actual

confusion in the trade).

George W. Gray for plaintiff, testified on cross ex-

amination that the goods he handled for plaintiff bore

labels years ago ''Iowa's Pride," then they were changed

to "Morrell's Pride;" that he had seen "Arnold Brothers

Pride" but had not handled it. ] Record pages 63 and 64].

(This shows the use of the word "Pride" only in com-

bination with "Iowa's" or "Morrell's" and also that the

word "Pride" had been used by other persons in con-

nection with their own names )

.

J. E. Hall, for plaintiff, testified that he worked for

plaintiff ; that plaintiff shipped goods to California as early

as 1900 or 1901, labelled "Iowa's Pride" or "Morrell's

Iowa's Pride." [Record page 66].

John F. Denefee for plaintiff, testified that plaintiff

had a standing order from 1901 or 1902 from Jevne's,

Los Angeles, for thirty pieces of "Pride" bacon weekly,

the bacon shipped being labelled "Morrell's Iowa's Pride."

[Record page 70].

Morgan T. McClelland for plaintiff testified that it was

the practice in indicating brands in quoting prices, to

specify the brand name, such as "Pride" brand. That on

some of the labels and in the skin brands some of them

read "Morrell's Iowa's Pride" and some "Morrell's
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Pride." [Record page 73.] On cross examination he

further testified that part of the time hams and bacons

were marked "MorrelFs Iowa's Pride'' and part of the

time ^'Morrell's Pride." [Record page 75].

Roscoe D. Rodgers for plaintiflF, testified that he was

employed by plaintiff in 1901 and that plaintiff has been

making shipments of hams and bacons to Calvin Orr in

California ever since 1901. [Record page 76]. On cross

examination he testified that the complete label on 'Tride"

hams—the wording since 1901—was ''Morrell's Iowa's

Pride;" that ten years ago and fifteen years ago it was

''Morrell's Iowa's Pride." In a majority of cases it was

"Morrell's Pride" or ''Morrell's Iowa's Pride." [Record

page 77].

Calvin W. Orr for plaintiff testified that since 1897 he

had sold plaintiff's products in California under the brand

"Morrell's Iowa's Pride" until the time that it was

changed to "Morrell's Pride," and since that time had

sold ''Morrell's Pride." [Record page 90]. On cross

examination he testified that he commenced selling "Mor-

rell's Iowa's Pride" products in California, south of the

Tehachapi, around 1904 or 1905—in Los Angeles and

San Diego [Record page 92] ; that calendars, pictures

and posters in his office (where his deposition was being

taken) were advertising matter of plaintiff; that all

contained the words ''Morrell's Pride" on one line, with a

long line drawn completely across and below the two

words; that a display card in the office showed the words

"Specify Morrell's Pride' and also ''specify Morrell's

Pride—Be Satisfied," the words ''Morrell's Pride" being

on one line ; that a calendar in the office showed the words

"Specify Morrell's Pride—Mother's Favorite" the words

"Morrell's Pride" being in exactly the same form as in
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the other display card ; that he had never to his knowledg^e

sold any of plaintiff's products which were stamped,

either on skins or labels, with the word ''Pride'* alone.

[Record pages 93-97].

Plaintiff introduced various labels, branding marks,

etc., and also Jevne's catalogues for April, 1900, May,

1901, September, 1902, showing that Jevne listed in stock

for sale ''MorrelFs Iowa's Pride" Hams and Bacons or

"Morrell's Pride of Iowa" Hams and bacons. [Record

page 93].

Plaintiff also introduced state of California certificate

of registration dated May, 1923, registering the trademark

"Pride" and also U. S. Certificate of Registration dated

April, 1924, for the trademark "Pride." [Record page

SO]. The latter alleged continuous prior use by plaintiff

since August, 1880.

Frank N. Hauser for defendant testified that in 1907

defendant adopted "Hauser's Pride" for its best grade of

products; that he had no knowledge that "Morrell's Iowa's

Pride" was known on the market in Los Angeles; that

defendant's leading brand was "Hauser's Pride;" that he

indentified a pamplet (defendant's exhibit 47) printed in

1907 showing "Hauser's Pride" as a brand, and also

various burning brands and advertising matter bearing

trademark "Hauser's Pride." [Record pages 97, 98 and

99]. The witness also showed that he had worked for

Julius Hauser since 1900; that Hauser Packing Company

was incorporated in 1904; that Hauser was engaged in

business in the state of California for fifty years and in

Los Angeles for 45 years before the incorporation of

Hauser Packing Company and that the business had

always been the meat business, and since 1904 had been
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operated as a packing business. [Record pages 97 and

98]. Also that the Hauser Packing Company engaged

in business in other places than Los Angeles, principally

in Southern CaUfornia and in Northern California, also

shipping into Arizona and New Mexico. [Record page

101].

Marshall S. Anderson for defendant testified that he

was auditor for defendant employed by it since 1905, at

which time it was not using ''Hauser's Pride" in connec-

tion with its goods; that it did not use ''Hauser's Pride"

in connection with its goods until about two years after

he was employed by them; that he first saw defendant's

^^Exhibit 47" in 1906 or 1907 and had helped to get it

out; that the name ''Hauser's Pride" was made known

to the public on hams and bacons by labels and also by

burning on the skin; that he did not know in 1906 or 1907

that ^'MorrelFs Iowa's Pride" or "Morrell's Pride" hams

or bacons were on the market in Los Angeles ; nor had he

ever seen them on the market at that time. [Record pages

101-104].

The foregoing, with the exception of the mentioned

state and federal registration certificates, constitutes sub-

stantially all of the oral testimony, and upon that alone

it is believed that the trial court would have been justified

in the decision rendered, but defendant offered additional

proof which, in connection with the oral testimony, tended

to refute completely plaintiff's contention that it had ever

adopted 'Tride" as a trademark prior to the time that it

made application for registration, or ever used the same.

Defendant introduced

—

1. Certificate of trademark registration by plaintiff in

June, 1897—'Iowa's Pride" (in a certain design)—the
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application for which alleged continuous prior use since

1877. [Record page 104; Defendant's Exhibit 52].

2. Certificate of registration of trademark by plaintiff

in October, 1916—"Dakota's Pride" (in a certain design)

—the application for which alleged continuous prior use

since 1911. [Record page 105; Defendant's Exhibit 54].

3. Certificate of trademark registration by plaintiff in

January 1920—''MorrelFs Pride" (in a certain design)

—

the application for which alleged continuous prior use

since April, 1919. [Record page 104; defendants exhibit

53].

It will thus be noted that plaintiff, zealous in its own

behalf, careful to protect its brands and trade names,

proud of its 'Tride" brand, fully aware of its rights of

registration as far back as 1897, never considered it

necessary or expedient to apply for registration of the

trademark "Pride" not in combination with other words

or in any special design, until 1922. The evidence clearly

shows that its products shipped into California were

shipped under the label "Morrell's Iowa's Pride" or "Mor-

rell's Pride of Iowa." In its application for the registra-

tion of the trademark "Pride," it is carefully alleged that

it first used the trademark in August, 1880. Plaintiff

urgently claims that the word "Pride" is the actual trade-

mark and that the other words used in combination there-

with constitute no part of the real trademark. If such

contention is sincere, it is difficult to understand why

plaintiff did not claim first user of "Pride" in 1877, it

having alleged in its application for trademark "Iowa's

Pride" that it first used the same in 1877. The evidence

next discloses that plaintiff registered its trademark

"Dakota's Pride" in 1916, but only claims user thereof
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since 1911; and then, to cap the climax, in its application

for its trademark "MorrelFs Pride" in January, 1920,

prior to the time plaintiff claims it discovered that

defendant was using the trademark ''Mauser's Pride''

it is carefully set out that plaintiff has been using the

trademark ''Morrell's Pride" continuously since April,

1919. Why not since August, 1880 or since 1877? The

reason is obvious. The allegation would not have been

true.

Upon all of the foregoing, the court based its decision,

which is complained of by plaintiff. The decision shows

that the trial judge, as he had a right to do, refused to

believe the oral testimony that the trademark '' Pride" was

adopted by plaintiff in 1880, but preferred to believe the

monuments which plaintiff had erected to commemorate

its plants in Iowa and Dakota and the founder of the great

packing house of Morrell, and also to believe that plain-

tiff did not consider the word 'Tride" as a trademark or

intend to adopt it until about the time it applied for the

registration thereof in 1922, after it had demanded of de-

fendant that the latter should desist from using its well-

known brand ''Hauser's Pride." Theretofore it had al-

ways used ''Pride" only in combination with the words

''Morrell's" or "Morrell's Iowa's," and in such a way, be-

cause of the design, pattern or method of combination of

the words, that the actual trademark would naturally be

fixed in the public mind as ''MorrelFs Pride" or ''Morrell's

Iowa's Pride."

Is it not proper to infer that plaintiff* having used the

word "Pride" in various combinations and carefully

registered said combinations as trademarks, its registra-

tion of the word "Pride" alone in 1922 was merely an
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attempt to create the presumption of ownership in the

word "Pride" alone, after neglecting to claim it for forty-

two years from its alleged first use? Is this inference not

strengthened by the fact that plaintiff, only two years be-

fore, had registered the combination ''MorrelFs Pride,"

indicating no thought of claiming the word *'Pride" alone?

Is it not also obvious to the court, as it was to the trial

court, in the absence of any allegations of attempts on the

part of defendant to deceive the public, to engage in un-

fair dealings with the public, to oft'er to the public

packages of the same class of goods imitating plaintiff's

packages in size, color, design or otherwise, that the

registration in 1922 of the word 'Tride" alone was for

the one purpose of commencing the action now before the

court, and that plaintiff's claim, both in its application for

registration and in its oral testimony, of first user in

1880, was false? The trial court undoubtedly so believed

and so held, and unless the record herein shows no justi-

fication for such belief or holding, it is respectfully urged

that the judgment must be affirmed.

The memorandum decision written by his Honor, judge

Bourquin, is a classic, correctly epitomizing all of the

issues involved and equitably leaving the parties just

where they belonged.

Respectfully submitted,

Bertin a. Weyl,

DOCKWEILER, DOCKWEILER & FiNCH,

Attorneys for Defendant-Appellee,


